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PATENT 
2815-0243P 



IN THE U.S. PATENT AND TRADEMARK OFFICE 

Dan PETERS et al . Conf . : 9109 

10/677,240 i/ Group: 1624 

October 3, 2003 Examiner: B. KIFLE 

CERTAIN HETEROARYL DIAZACYCLOALKANES AS 
CHOLINERGIC LIGANDS AT NICOTINIC 
ACETYLCHOLINE RECEPTORS 



LARGE ENTITY TRANSMITTAL FORM 



Commissioner for Patents June 21, 2004 

P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 



Transmitted herewith is a Reply to Restriction/Election 
Requirement in the above -identified application. 

□ Petition for ( ) month (s) extension of time pursuant 

to 37 C.F.R. §§ 1-17 and 1.136(a). $0.00 for the extension 
of time. 

^ No fee is required. 

□ A check in the amount of $0.00 is enclosed. 

□ Please charge Deposit Account No. 02-2448 in the amount of 
$0.00. A triplicate copy of this sheet is attached. 

If necessary, the Commissioner is hereby authorized in this, 
concurrent, and future replies, to charge payment or credit any 
overpayment to Deposit Account No. 02-2448 for any additional 
fees required under 37 C.F.R. §§1.16 or 1.17; particularly, 
extension of time fees. 



Respectfully submitted, 

BIRCH, STEWART, KOLASCH & BIRCH, LLP 
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REPLY TO RESTRICTION/ELECTION REQUIREMENT 



Commissioner for, Patents j '■'^ • ; • ■.. June 21, 2004 

P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

In reply to the Election of Species Requirement dated May 21, 
2004, the following remarks are respectfully submitted in 
connection with the above-identified application. 

This reply includes: Election. 
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ELECTION 

This is in response to the Office Action that was mailed on 
May 21, 2004. Claims 1-14 are in the application. 

The Examiner is respectfully requested to acknowledge 
Applicants' claims for foreign priority. 

The Examiner's attention is respectfully drawn to the 
Information Disclosure Statements filed on October 3, 2003 and 
January 26, 2004. 

In order to be responsive to the requirement for restriction 
that was made in the outstanding Office Action, Applicants elect 
the invention identified by the Examiner as Group IV. This 
election is made with traverse, among other reasons because it is 
believed that the requirement for restriction as it is set forth in 
the Office Action is not in accordance with preferred USPTO 
procedure . 

The requirement for restriction set forth in the Office Action 
lists 12 different inventions, each of which is claimed in claims 
1-14. Claim 1 is a Markush-type generic claim, which links all of 
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the compound embodiments of the present invention. MPEP 803.02 
states that 



In application containing [Markush claims], the examiner may 
require a provisional election of a single species prior to 
examination on the merits. ... If on examination the elected 
species is found to be anticipated or rendered obvious by 
prior art/ the Markush-type claim and claims to the elected 
species shall be rejected, and claims to the nonelected 
species would be held withdrawn from further consideration. 

The prior art search will be extended to the extent 
necessary to determine patentability of the Markush-type 
claim. 



It appears, therefore, that if anything an election of species 
should be made in this application. In order to expedite 
prosecution. Applicants elect the species 1- (5-ethoxy-3-pyridyl) -4- 
methylpiperazine (which is the 7^^ compound of claim 6) . 



Action on the merits of all of the claims in this application 
is respectfully solicited. 



Should there be any outstanding matters that need to be 
resolved in the present application, the Examiner is respectfully 
requested to contact Richard Gallagher (Reg. No. 28,781) at (703) 
205-8008. 
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If necessary, the Commissioner is hereby authorized in this, 
concurrent, and future replies, to charge payment or credit any 
overpayment to Deposit Account No. 02-2448 for any additional fees 
required under 37 C.F.R. § 1.16 or under 37 C.F.R. § 1.17; 
particularly, extension of time fees. 



Respectfully submitted. 



BIRCH, STEWART, KOIASCH & BIRCH, LLP 
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